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DETAILED ACTION 
Status of objections and rejections 

1 . Applicant's amendment filed in the paper of 01/17/2009 is entered. 

2. Claims 1 , 4, 6, 9, 1 1 and 1 2-1 5 are pending. 

3. Claims 2-3, 5, 7-8, and 10 are cancelled. 

4. Claims 11-13 have been previously withdrawn from examination. 

5. Claims 1, 4, 6, 9 and 14-15 are examined on merits in the present Office action. 

6. Objection to claim 1 is withdrawn in light of claim amendment filed in the paper of 
01/17/2009. 

7. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

8. Rejections of claims 4 and 9 under 35 U.S.C. 1 12, 1®' paragraph (enablement and 
written description) made in the Office action of 7/17/2008 are withdrawn in light of claim 
amendment filed in the paper of 01/17/2009. 

9. Rejection of claims 1, 4, 6, 9, 14 and 15 under 35 U.S.C. 1®' paragraph (new matter 
under written description) made in the Office action of 7/17/2008 is withdrawn in light of claim 

amendment filed in the paper of 01/17/2009. However, claim amendment filed in the paper of 
01/17/2009 has necessitated new rejection under 35 U.S.C. 1^' paragraph (new matter) for 
claims 1, 4, 6, 9, 14 and 15. See item 11 of the present Office action. 

Election/restriction 

1 0. Applicants are reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or 
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more of the currently named inventors is no longer an inventor of at least one claim remaining 
in the application. Any amendment of inventorship must be accompanied by a request under 
37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(1). 

1 1 . This application contains claims 11-13 drawn to an invention nonelected with traverse 
in the reply filed on August 30, 2007. A complete reply to the final rejection must include 
cancellation of nonelected claims or other appropriate action (37 CFR 1 .144) See MPEP 
§821.01. 



Claim Rejections - 35 USC §112 

12. Claims 1, 4, 6, 9 and 14-15 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contain subject matter 
which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

Claims 1 and 6 recite "scions for rooting" which introduces NEW MATTER into 
amended claims. The specification does not provide written description support for the 
phrase "rooting efficiency of scions for rooting" or "propagation efficiency of scions for 
rooting". This does not comply with written description requirements. The specification fails 
to provide support for the full scope of instantly claimed phrase "scions for rooting". Thus, 
such a phrase constitutes NEW MATTER. In response to this rejection. Applicant is required 
to point to support for the phrase "scions for rooting" or to cancel the new matter. 



Dependent claims 4, 9 and 14-15 are also rejected because they fail to overcome the 
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deficiency of parent claims. 

Claim Rejections - 35 USC § 102 

13. Claims 1, 4, 6, 9 and 14-15 remain rejected under 35 U.S.C. 102(b) as being 
anticipated by Kasuga et al. (Nature Biotechnology, vol. 17, pp. 287-291, March 1999) for the 
reasons of record stated in the Office action mailed on 7/17/2008. Applicant traverses the 
rejection in the paper filed on 01/17/2009. 

Applicant continues to argue that Kasuga et al. do not teach the characteristics of 
improved propagation efficiency of scions, improved propagation efficiency and rooting 
efficiency of scions or improved propagation efficiency of scions and prolonged vase life of 
cut flowers. While admitting that Turnbull et al. do teach that "grafting and scions have been 
extensively used in Arabidopsis", Applicant continues to argue that Turnbull only describes 
grafting and not scions o1 Arabidopsis. Applicant further argues that the claimed invention 
requires a scion for rooting and such a characteristics cannot be an inherent property. 
Applicant continues to argue that Arabidopsis cannot be used to practice the claimed 
invention (response, page 6, lines 8-22; page 7, lines 1-17). 

Applicant's arguments are fully considered but are deemed to be unpersuasive. 

It is important to note that the characteristics "improved propagation efficiency of 
scions for rooting, improved propagation efficiency and rooting efficiency of scions for rooting 
or improved propagation efficiency of scions for rooting and prolonged vase life of cut 
flowers" are inherent properties of SEQ ID NO: 2 expression in the transformed plant. 
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In response to Applicant's argument that Arabidopsis cannot be used for scions and 
roots produced from scions, it is maintained that it was well known in the art at the time the 
claimed invention was made that in Arabidopsis use of grafting and scions, and adventitious 
roots produced from scions were extensively used to study long distance signaling 
mechanisms. For example, Applicant's attention is drawn to Turnbull et al. at page 255 
(abstract), paragraph bridging pages 260 and 261, and 2"'' and S'" paragraphs of left column 
on page 261 , wherein the reference clearly says that grafting and scions, and adventitious 
roots produced from scions can be studied in Arabidopsis. So Applicant is not on point in 
suggesting that Kasuga's transformed plant or a method of making said transformed plant 
cannot exhibit the Instantly claimed characteristics. 

With regard to Applicant's arguments that Arabidopsis is unsuitable for evaluating the 
vase life of cut flowers, it is important to note the following: 

(a) Claims are not limited to increasing or improving prolonged vase life of cut flowers. 
See Markush group of claims 1 and 6. 

(b) Different plant species differ in vase life due to the differences in the length of their 
life cycle. For example, an Arabidopsis plant has much shorter life cycle compared to a 
carnation. What may be a prolonged vase life lor Arabidopsis (even a day, emphasis added) 
may not hold true for a carnation. Thus results presented in figure 1 (response of 
01/17/2009) do not suggest that vase life cannot be evaluated lor Arabidopsis. 

Applicant is also reminded that when the reference relied on expressly anticipates all 
of the elements of the claimed invention, the reference is presumed to be operable or 
enabling. See /n re Sasse, 629 F.2d 675, 207 USPQ 107 (CCPA 1980). See also MPEP § 
716.07. 
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It must be emphasized that the claims are not limited to example 4 of their 
specification. It is further maintained that instantly claimed transformed plant and a method 
of making said plant reads on any plant species including Arabidopsis. Although the claims 
are interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 (Fed. Cir. 1993). 

It is, therefore, maintained that Kasuga et al. disclose a transgenic plant and a method 
of making said transgenic plant comprising transformation of said plant with an expression 
vector comprising stress-inducible rd29A promoter operably linked to drive expression of a 
nucleotide sequence (100% sequence Identity to instant DREB1A DNA or SEQ ID NO: 1) 
encoding stress-inducible and the DNA binding protein of DREB1A (SEQ ID NO: 2), wherein 
said DREB1A protein binds to a stress-responsive element of a stress-inducible promoter in 
response to environmental stresses like, freezing, drought or salt. The reference further 
discloses a recombinant vector, stress (drought, salt or freezing) tolerant transgenic plant and 
a method of producing said transgenic plant comprising said stress-inducible promoter 
operably linked with a stress inducible coding region o1 Arabidopsis CBF3 (a DREB 
transcription factor). The transgenic plants exhibited increased tolerance to salt and drought 
(dehydration) stresses. See In particular, page 287, abstract; page 288, figures 1 and 2; 
page 289, figures 3-5; page 290, table 1 ; 1^' and 2""^ columns of page 290; page 291 , 
experimental protocol. It may be emphasized that DREB1A DNA used in Kasuga et al. has 
100% sequence identity to instant SEQ ID NO: 1 which encodes a protein having 100% 
sequence identity to instant SEQ ID NO: 2. This is also cited in Kasuga et al. (see in 
particular, page 287, 2"^^ paragraph, right column). 
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It is also maintained that the property of improved propagation efficiency of scions for 
rooting, improved propagation efficiency and rooting efficiency of scions for rooting or 
improved propagation efficiency of scions for rooting and prolonged vase life of cut flowers 
would be inherent to the method of producing a transformed plant comprising expression of 
DREB1A (SEQ ID NO: 2) in said plant. 

It is important to note that something which is old does not become patentable upon 
the discovery of a new property. The discovery of a previously unappreciated property of a 
prior art composition, or of a scientific explanation for the prior art's functioning, does not 
render the old composition patentably new to the discoverer. See Atlas Powder Co. v. Ireco 
Inc., 190 F.3d 1342, 1347, 51 USPQ2d 1943, 1947 (Fed. Cir. 1999). Thus the claiming of a 
new use, new function or unknown property which is inherently present in the prior art does 
not necessarily make the claim patentable. See also In re Best, 562 F.2d 1252, 1254, 195 
USPQ 430, 433 (CCPA 1 977). See also MPEP § 21 1 2.01 . 

Also see In re Cmciferous Sprout Litig., 301 F.3d 1343,1346-48, 64 USPQ2d 1202, 
1204-05 (Fed. Cir. 2002) where a claim at issue was directed to a method of preparing a food 
rich in glucosinolates wherein cruciferous sprouts are harvested prior to the 2-leaf stage. The 
court held that the preamble phrase "rich in glucosinolates" helps define the claimed 
invention, as evidenced by the specification and prosecution history, and thus is a limitation 
of the claim (although the claim was anticipated by prior art that produced sprouts inherently 
"rich in glucosinolates"). Furthermore, see Integra LifeSciences I Ltd. V. Merck KGaA 50 
USPQ2d 1846, 1850 (DC Scalif 1999), which teaches that where the prior art teaches all of 
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the required steps to practice tlie claimed metliod and no additional manipulation is required 
to produce the claimed result, then prior art anticipates the claimed invention. 

Accordingly, Kasuga et al. anticipated the claimed invention. 
14. Claims 1, 4, 6, 9 and 14-15 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Shinozaki et al. (US Patent Number: 6,495,742; Issued December 17, 2002). 

Shinozaki et al. disclose a transgenic plant and a method of making said transgenic 
plant comprising transformation of said plant with an expression vector comprising stress- 
inducible rd29A promoter operably linked to drive expression of a nucleotide sequence 
(100% sequence identity to instant DREB1A DNA or SEQ ID NO: 1 ) encoding stress- 
inducible and the DNA binding protein of DREB1A (SEQ ID NO: 2), wherein said DREB1A 
protein binds to a stress-responsive element of a stress-inducible promoter in response to 
environmental stresses like, freezing, drought or salt. The reference further discloses a 
recombinant vector, stress (drought, salt or freezing) tolerant transgenic plant and a method 
of producing said transgenic plant comprising said stress-inducible promoter operably linked 
with a stress inducible coding region oi Arabidopsis CBF3 (a DREB transcription factor). The 
transgenic plants exhibited increased tolerance to salt and drought (dehydration) stresses. 
The reference also discloses making transformed plants of maize, rice, tobacco or carrot 
expressing the DNA disclosed in the reference. See in particular, columns 1-22; claims 1-6; 
figures 1-6; examples 1-6 

The properties of improved propagation efficiency of scions for rooting, improved 
propagation efficiency and rooting efficiency of scions for rooting or improved propagation 
efficiency of scions for rooting and prolonged vase life of cut flowers would be inherent to the 
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method of producing a transformed plant comprising expression of DREB1A (SEQ ID NO: 2) 
in said plant. 

It is important to note that something which is old does not become patentable upon 
the discovery of a new property. The discovery of a previously unappreciated property of a 
prior art composition, or of a scientific explanation for the prior art's functioning, does not 
render the old composition patentably new to the discoverer. See Atlas Powder Co. v. Ireco 
Inc., 190 F.3d 1342, 1347, 51 USPQ2d 1943, 1947 (Fed. Cir. 1999). Thus the claiming of a 
new use, new function or unknown property which is inherently present in the prior art does 
not necessarily make the claim patentable. See also In re Best, 562 F.2d 1252, 1254, 195 
USPQ 430, 433 (CCPA 1 977). See also MPEP § 21 1 2.01 . 

Also see In re Cruciferous Sprout Litig., 301 F.3d 1343,1346-48, 64 USPQ2d 1202, 
1204-05 (Fed. Cir. 2002) where a claim at issue was directed to a method of preparing a food 
rich in glucosinolates wherein cruciferous sprouts are harvested prior to the 2-leaf stage. The 
court held that the preamble phrase "rich in glucosinolates" helps define the claimed 
invention, as evidenced by the specification and prosecution history, and thus is a limitation 
of the claim (although the claim was anticipated by prior art that produced sprouts inherently 
"rich in glucosinolates"). Furthermore, see Integra LifeSciences I Ltd. V. Merck KGaA 50 
USPQ2d 1846, 1850 (DC Scalif 1999), which teaches that where the prior art teaches all of 
the required steps to practice the claimed method and no additional manipulation is required 
to produce the claimed result, then prior art anticipates the claimed invention. 

Accordingly, Shinozaki et al. anticipated the claimed invention. 
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15. Claims 1, 4, 6, 9 and 14-15 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Shinozaki et al. (US Patent Number: 6,670,528; Issued December 30, 2003; filed April 28, 
1999). 

Shinozaki et al. disclose a transgenic plant and a method of making said transgenic 
plant comprising transformation of said plant with an expression vector comprising stress- 
inducible rd29A promoter operably linked to drive expression of a nucleotide sequence 
(100% sequence identity to instant DREB1A DNA or SEQ ID NO: 1) encoding stress- 
inducible and the DNA binding protein of DREB1A (SEQ ID NO: 2), wherein said DREB1A 
protein binds to a stress-responsive element of a stress-inducible promoter in response to 
environmental stresses like, freezing, drought or salt. The reference further discloses a 
recombinant vector, stress (drought, salt or freezing) tolerant transgenic plant and a method 
of producing said transgenic plant comprising said stress-inducible promoter operably linked 
with a stress inducible coding region o1 Arabidopsis CBF3 (a DREB transcription factor). The 
transgenic plants exhibited increased tolerance to salt and drought (dehydration) stresses. 
The reference also discloses making transformed plants of maize, rice, tobacco or carrot 
expressing the DNA disclosed in the reference. See in particular, columns 1-19; claims 1-4; 
figures 1-10; examples 1-5; tables 1-3. 

The properties of improved propagation efficiency of scions for rooting, improved 
propagation efficiency and rooting efficiency of scions for rooting or improved propagation 
efficiency of scions for rooting and prolonged vase life of cut flowers would be inherent to the 
method of producing a transformed plant comprising expression of DREB1 A (SEQ ID NO: 2) 
in said plant. 

It is important to note that something which is old does not become patentable upon 
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the discovery of a new property. The discovery of a previously unappreciated property of a 
prior art composition, or of a scientific explanation for the prior art's functioning, does not 
render the old composition patentably new to the discoverer. See Atlas Powder Co. v. Ireco 
Inc., 190 F.3d 1342, 1347, 51 USPQ2d 1943, 1947 (Fed. Cir. 1999). Thus the claiming of a 
new use, new function or unknown property which is inherently present in the prior art does 
not necessarily make the claim patentable. See also In re Best, 562 F.2d 1252, 1254, 195 
USPQ 430, 433 (CCPA 1 977). See also MPEP § 21 1 2.01 . 

Also see In re Cruciferous Sprout Litig., 301 F.3d 1343,1346-48, 64 USPQ2d 1202, 
1204-05 (Fed. Cir. 2002) where a claim at issue was directed to a method of preparing a food 
rich in glucosinolates wherein cruciferous sprouts are harvested prior to the 2-leaf stage. The 
court held that the preamble phrase "rich in glucosinolates" helps define the claimed 
invention, as evidenced by the specification and prosecution history, and thus is a limitation 
of the claim (although the claim was anticipated by prior art that produced sprouts inherently 
"rich in glucosinolates"). Furthermore, see Integra LifeSciences I Ltd. V. Merck KGaA 50 
USPQ2d 1846, 1850 (DC Scalif 1999), which teaches that where the prior art teaches all of 
the required steps to practice the claimed method and no additional manipulation is required 
to produce the claimed result, then prior art anticipates the claimed invention. 

Accordingly, Shinozaki et al. anticipated the claimed invention. 

Claim Rejections - 35 USC § 103 

16. Claim 15 remains rejected under 35 U.S.C. 103(a) as being unpatentable over Kasuga 
et al. (Nature Biotechnology, vol. 17, pp. 287-291, March 1999; Applicant's IDS) in view of 
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Applicant's admitted stated of the prior art, Dalton et al. (Plant Science, 132:31-43, 1998) for 
the reasons of record stated in the Office action mailed on 7/17/2008. Applicant traverses the 
rejection in the paper filed on 01/17/2009. 

Applicant argues that Dalton et al. fail to compensate for the deficiencies of Kasuga et 
a!., and thus the combined teachings of the cited art fail to render claim 15 obvious 
(response, page 8, lines 4-7). 

Applicant's arguments are fully considered but are deemed to be unpersuasive for the 
reasons as discussed above. 

It thus maintained that Kasuga et al. teach a transgenic plant and a method of making 
said transgenic plant comprising transformation of said plant with an expression vector 
comprising stress-inducible rd29A promoter operably linked to drive expression of a 
nucleotide sequence (100% sequence identity to instant DREB1A DNA or SEQ ID NO: 1 ) 
encoding stress-inducible and the DNA binding protein of DREB1A (SEQ ID NO: 2), wherein 
said DREB1 A binds to a stress-responsive element of a stress-inducible promoter in 
response to environmental stresses like, freezing, drought or salt. The reference further 
teaches a recombinant vector, stress (drought, salt or freezing) tolerant transgenic plant and 
a method of producing said transgenic plant comprising said stress-inducible promoter 
operably linked with a stress inducible coding region Arabidopsis CBF3 (a DREB 
transcription factor). See in particular, page 287, abstract; page 288, Figures 1 and 2; page 
289, Figures 3-5; page 290, Table 1 ; 1^' and 2"^^ columns of page 290; page 291 , 
experimental protocol. 

Kasuga et al. do not teach silicon carbide whisker-mediated plant transformation. 
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Applicant's adnriitted state of the prior art teaches use of silicon-carbide whisker in 
plant transformation. See in particular, page 32, right column. 

It is thus maintained that it would have been obvious to use any method of plant 
transformation that were well known in the prior art as admitted by the Applicant (see page 

38, 3'"'^ paragraph) including using the cited Dalton et al. silicon-carbide whisker based plant 
transformation method to arrive at the claimed invention with a reasonable expectation of 
success. 

Accordingly, it is maintained that the claimed invention as a whole is prima facie 
obvious over the combined teachings of the prior art. 

17. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shinozaki et 
al. (US Patent Number: 6,495,742; Issued December 17, 2002) in view of Applicant's 
admitted stated of the prior art, Dalton et al. (Plant Science, 132:31-43, 1998). 

Shinozaki et al. teach a transgenic plant and a method of making said transgenic plant 
comprising transformation of said plant with an expression vector comprising stress-inducible 
rd29A promoter operably linked to drive expression of a nucleotide sequence (100% 
sequence identity to instant DREB1A DNA or SEQ ID NO: 1 ) encoding stress-inducible and 
the DNA binding protein of DREB1 A (SEQ ID NO: 2), wherein said DREB1A binds to a 
stress-responsive element of a stress-inducible promoter in response to environmental 
stresses like, freezing, drought or salt. The reference further teaches a recombinant vector, 
stress (drought, salt or freezing) tolerant transgenic plant and a method of producing said 
transgenic plant comprising said stress-inducible promoter operably linked with a stress 
inducible coding region oi Arabidopsis CBF3 (a DREB transcription factor). See in particular, 
columns 1-22; claims 1-6; figures 1-6; examples 1-6 
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Shinozaki et al. do not teach silicon carbide whisker-mediated plant transformation. 

Applicant's admitted state of the prior art teaches use of silicon-carbide whisker in 
plant transformation. See in particular, page 32, right column. 

It would have been obvious to use any method of plant transformation that were well 
known in the prior art as admitted by the Applicant (see page 38, 3''^ paragraph) including 
using the cited Dalton et al. silicon-carbide whisker based plant transformation method to 
arrive at the claimed invention with a reasonable expectation of success. 

Accordingly, the claimed invention as a whole is prima facie obvious over the 
combined teachings of the prior art. 

18. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shinozaki et 
al. (US Patent Number: 6,670,528; Issued December 30, 2003; filed April 28, 1999) in view of 
Applicant's admitted stated of the prior art, Dalton et al. (Plant Science, 132:31-43, 1998). 

Shinozaki et al. teach a transgenic plant and a method of making said transgenic plant 
comprising transformation of said plant with an expression vector comprising stress-inducible 
rd29A promoter operably linked to drive expression of a nucleotide sequence (100% 
sequence identity to instant DREB1A DNA or SEQ ID NO: 1 ) encoding stress-inducible and 
the DNA binding protein of DREB1 A (SEQ ID NO: 2), wherein said DREB1A binds to a 
stress-responsive element of a stress-inducible promoter in response to environmental 
stresses like, freezing, drought or salt. The reference further teaches a recombinant vector, 
stress (drought, salt or freezing) tolerant transgenic plant and a method of producing said 
transgenic plant comprising said stress-inducible promoter operably linked with a stress 
inducible coding region oi Arabidopsis CBF3 (a DREB transcription factor). See in particular. 
See in particular, columns 1-19; claims 1-4; figures 1-10; examples 1-5; tables 1-3. 



Application/Control Number: 10/798,579 Page 15 

Art Unit: 1638 

Shinozaki et al. do not teach silicon carbide whisker-mediated plant transformation. 

Applicant's admitted state of the prior art teaches use of silicon-carbide whisker in 
plant transformation. See in particular, page 32, right column. 

It would have been obvious to use any method of plant transformation that were well 
known in the prior art as admitted by the Applicant (see page 38, 3''^ paragraph) including 
using the cited Dalton et al. silicon-carbide whisker based plant transformation method to 
arrive at the claimed invention with a reasonable expectation of success. 

Accordingly, the claimed invention as a whole is prima facie obvious over the 
combined teachings of the prior art. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent 
possible harassment by multiple assignees. A nonstatutory obviousness-type double 
patenting rejection is appropriate where the conflicting claims are not identical, but at least 
one examined application claim is not patentably distinct from the reference claim(s) because 
the examined application claim is either anticipated by, or would have been obvious over, the 
reference claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); 
In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 
225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thohngton, 418 
F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent either is shown to be 
commonly owned with this application, or claims an invention made as a result of activities 
undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 
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1 9. Claims 6 and 9 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-4 of U.S. Patent No. 6,670,528 ('528 
thereafter). Although the conflicting claims are not identical, they are not patentably distinct 
from each other because the product claimed by U.S. Patent '528 is a transformed plant 
comprising SEQ ID NO: 1 (100% identity to instant SEQ ID NO: 1) and encoding a DREB1A 
protein of SEQ ID NO: 2 (100% identity to instant SEQ ID NO: 2). 

The properties of improved propagation efficiency of scions for rooting, improved 
propagation efficiency and rooting efficiency of scions for rooting or improved propagation 
efficiency of scions for rooting and prolonged vase life of cut flowers would be inherent to the 
expression of SEQ ID NO: 2 in the transformed plants claimed in U.S. Patent '528. 

It would have been obvious and within the scope of an ordinary skill in the art to have 
used any stress-responsive promoter including rd29A gene promoter as taught in the 
specification of U.S. Patent '582 to express SEQ ID NO: 2 under the control of said rd29A 
promoter to arrive at the instantly claimed transformed plant with a reasonable expectation of 
success. 

20. Claims 6 and 9 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 6 of U.S. Patent No. 6,495,742 ('742 thereafter). 
Although the conflicting claims are not identical, they are not patentably distinct from each 
other because the product claimed by U.S. Patent '742 is a transformed plant comprising a 
polynucleotide sequence (would encompass SEQ ID NO: 1) and encoding a DREB1A protein 
of SEQ ID NO: 2 (100% identity to instant SEQ ID NO: 2). 

The properties of improved propagation efficiency of scions for rooting, improved 
propagation efficiency and rooting efficiency of scions for rooting or improved propagation 
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efficiency of scions for rooting and prolonged vase life of cut flowers would be inherent to the 
expression of SEQ ID NO: 2 in the transformed plants claimed in U.S. Patent '742. 

It would have been obvious and within the scope of an ordinary skill in the art to have 
used any stress-responsive promoter including rd29A gene promoter as taught in the 
specification of U.S. Patent '742 to express SEQ ID NO: 2 under the control of said rd29A 
promoter to arrive at the instantly claimed transformed plant with a reasonable expectation of 
success. 



Conclusions 

21. Claims 1, 4, 6, 9 and 14-15 remain rejected. 
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